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DETAILED ACTION 



Status of Claims 



1. 



This action is in reply to the application filed on July 21, 2006. 



2. 



Claims 8 and 15 have been amended. 



3. 



Claims 16 and 17 have been added. 



4. 



Claims 1-17 are currently pending and have been examined. 



Foreign Priority 

5. Acknowledgment is made of applicant's claim for foreign priority under 35 U.S.C. 1 19(a)-(d). The 
certified copy has been filed. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 
Claims 1-9 and 16 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. Claims 1-9 and 16 are directed to a system type claim yet the claim 
limitations are directed to software and therefore not statutory under 35 U.S. C. 101. 

7. Claims 10-15 and 17 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. Regarding claims 10-15 and 17, as best understood, it appears 
that the claimed method steps could simply be performed by mental process alone and are not 
statutory. Based on Supreme Court precedent, a proper process must be tied to another statutory 
class or transform underlying subject matter to a different state or thing {Diamond v. Diehr, 450 
U.S. 175, 184 (1981); Parker y. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 
U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876)). Since neither of these 
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requirements is met by the claim, the method is not considered a patent eligible process under 35 
U.S.C. 101. To qualify as a statutory process, the claim should positively recite the other 
statutory class to which it is tied, for example by identifying the apparatus that accomplished the 
method steps or positively reciting the subject matter that is being transformed, for example by 
identifying the material that is being changed to a different state. Claims 10-15 and 17 are 
directed towards steps of "receiving", "posting", "determining", "calculating", "collecting", 
"terminating", "comparing", and "giving". Since the claims are directed to a process without 
including another statutory class of invention (i.e. machine, manufacture, or composition of 
matter), these claims fall within the scope of human intelligence alone, and are non-statutory. 

Claim Rejections - 35 USC §103 



8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 

that are applied for establishing a background for determining obviousness under 35 

U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 



Application/Control Number: 10/586,988 
Art Unit: 3691 



Page 4 



4. Considering objective evidence present in tlie application indicating obviousness or 
nonobviousness. 

9. Claims 1-4, 6, 9-11, 13, and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sails (US 2003/0050853 A1) and in view of Harrington (6,161,099), and further in view of Grey 
(US 2002/0174054 A1) and Otero (US 2005/0027623 A1). 
Claim 1 : Sails discloses the following limitation(s): 

• a bid execution unit requesting the buyer to pay an initial entrance fee of 
an item when a buyer is determined as being qualified for bidding for the 
item, collecting an initial entrance fee of the item from the buyer, 
requesting the buyer to set a tender price for the item, and inputting the 
tender price; (See at least Sails: page 1 , paragraph 6). 

• a bid terminator determining whether to terminate a bid for an item based 
on at least one among auction duration of the item, for which the bid is 
being executed by the bid execution unit, and an accumulated entrance 
fee resulting from the bid of each of buyers for the item; (See at least 
Sails: page 1 , paragraph 6). 

Sails does not explicitly disclose the remaining limitation(s) alone. However, 
Harrington discloses: 

• a database unit storing auction condition information comprising an open 
market selling price, auction quantity, auction duration, an initial entrance 
fee and an entrance fee type of an item auctioned through Internet, bid 
history information of a buyer wishing to purchase the item through the 
Internet, and bid details infonriation of the item; (See at least Sails: Figs. 
1 and 6; pg. 1, paragraph 6. Sails teaches a system wherein a database 
holds information about a selling price for an item and an entrance fee 
for a participant. See at least Harrington: Fig. 6; col. 7, lines 20-30, 35- 
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40; col. 10, lines 30-40, col. 11, lines 40-50. Harrington teaches a 
system wherein a database stores information on auction quantity, 
auction duration, and bid history and details.) 
• a bid qualification determiner determining wtiettier a buyer is qualified for 
bidding for an item based on the buyer's bid history information in 
response to the buyer's request for permission to bid for the item; (See at 
least Harrington: col. 7, lines 20-30. Harrington teaches a system 
wherein potential bidders are screened and registered on the computer 
network.) It would have been obvious to one of ordinary skill in the art to 
combine the elements cited in Harrington with Sails to screen bidders by 
the network for qualifying the bidders for the auction (see col. 4, lines 65- 
67) 

Sails and Harrington do not explicitly disclose 

an item registration unit allowing a seller to register auction condition 
information of an item or directly register the auction condition information and 
posting the item and the auction condition information to a web site when an 
auction start time of the registered item is encountered; the remaining 
limitation(s) alone. 

However, Harrington teaches a system wherein a seller registers auction 
condition information on a website See at least Harrington: col. 6, lines 25-37; 
col. 7, line 65 - col. 8, line 15. Grey teaches a system wherein a seller can 
submit information about the item to be auctioned. See at least Grey: page 3, 
paragraph 38. . It would have been obvious to one of ordinary skill in the art to 
combine the elements cited in Grey within the Sails and Harrington combination 
in order to provide auctions where price is not the only parameter used to auction 
goods (see Grey, paragraph 9). 
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Sails, Harrington and Grey do not disclose the remaining limitation{s). However, 
Otero discloses the following: 

• a successful bidder selector calculating a reference contract price using 
a minimum contract price and a maximum contract price of an item and a 
random number induced by a random probability function after a bid for 
the item is terminated, comparing the reference contract price with a 
tender price set by each of buyers, and selecting as a successful bidder 
a buyer that has set a tender price closest to the reference contract price 
or close in a predetermined sequence to the reference contract price; 
(See at least Otero: page 2, paragraph 14. Otero teaches a system that 
selects a winning participant in game of chance.) 

• and a delivery/payment processor collecting a tender price set by a 
buyer selected as a successful bidder, performing a process to deliver an 
item to the successful bidder, and giving a sales payment to a seller of 
the item. (See at least Otero: page 2, paragraph 15; page 4, paragraph 
41. Otero teaches a system that collects and distributes donated funds 
and delivers a prize to the winning participant.) 

It would have been obvious to one of ordinary skill in the art to combine the 
elements cited in Sails with the elements as taught by Harrington, Grey, and 
Otero because the claimed invention is merely a combination of old elements, 
and in the combination each element merely would have performed the same 
function as it did separately to yield predictable results. 
Claim 2: Salls/Harrington/Grey/Otero discloses the limitation(s) as shown in the rejection 

of claim 1 . Sails further discloses the following: 

• the item registration unit calculates a maximum payable bid price, which 
can be paid as a sale payment for the item, using an open market selling 
price and auction quantity of the item. (See at least Sails: page 4, 
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paragraph 37. Sails teaches a system that uses the seller asking price 
as the maximum price a seller can receive for his item.) 
Claim 3: Salls/Harrington/Grey/Otero discloses the limitation(s) as shown in the rejection 

of claim 2. Harrington and Grey further disclose the following: 

• the auction condition information furttier comprises a contract price setup 
range for the item, (See at least Grey: page 3, paragraph 36.) 

• the buyer's bid history information comprises at least one among a total 
bid count and a total bid amount of a buyer obtained for an item or during 
a predetermined period of time, and (See at least Harrington: col. 1 1 , 
lines 40-50; col. 12, lines 24-36.76) 

• the bid details information of the item comprises information on a bidder 
bidding for the item and an accumulated entrance tee resulting from 
bidders' bidding for the item. (See at least Harrington: col. 7, lines 20-30; 
col. 11, lines 20-45) 

It would have been obvious to one of ordinary skill in the art to combine the 
elements cited in Sails with the elements as taught by Harrington, Grey, and 
Otero because the claimed invention is merely a combination of old elements, 
and in the combination each element merely would have performed the same 
function as it did separately to yield predictable results. 
Claim 4: Salls/Harrington/Grey/Otero discloses the limitation(s) as shown in the rejection 

of claim 3. Sails and Harrington further disclose the following: 

• the bid qualification determiner determines that the buyer is unqualified 
for bidding for the item when a total bid count or a total bid amount of the 
buyer obtained for the item or during a predetermined period of time 
exceeds a predetermined maximum available bid count or a 
predetermined maximum available bid amount, respectively. (See at 
least Sails: page 1 , paragraph 6. Sails teaches a system where all bids 
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are rejected once a threshold amount has been deposited. See at least 
Harrington: col. 1 1 , lines 40-50. Harrington teaches a system that tracks 
all submitted bids.) 

It would have been obvious to one of ordinary skill in the art to combine the 
elements cited in Sails with the elements as taught by Harrington, Grey, and 
Otero because the claimed invention is merely a combination of old elements, 
and in the combination each element merely would have performed the same 
function as it did separately to yield predictable results. 
Claim 6: Salls/Harrington/Grey/Otero discloses the limitation(s) as shown in the rejection 

of claim 3. Sails and Grey further disclose the following: 

• if an entrance fee type of an item is a variable type where an initial 
entrance fee varies with an accumulated entrance fee of the item and a 
total number of bidders for the item which are obtained after the bid for 
the item is terminated, the bid terminator terminates the bid for the item 
when an auction end time of the item based on the auction duration of 
the item is encountered. (See at least Sails: page 1 , paragraph 6. Sails 
teaches a system where a participant's entrance fee depends on the 
number of tickets purchased. See at least Grey: page 1, paragraph 6; 
page 4, paragraph 45: Grey teaches a system that terminates the 
auction after a set amount of time has elapsed.) 
It would have been obvious to one of ordinary skill in the art to combine the 
elements cited in Sails with the elements as taught by Harrington, Grey, and 
Otero because the claimed invention is merely a combination of old elements, 
and in the combination each element merely would have performed the same 
function as it did separately to yield predictable results. 
Claim 9: Salls/Harrington/Grey/Otero discloses the limitation(s) as shown in the rejection 

of claim 1 . Sails further discloses the following: 



Application/Control Number: 10/586,988 Page 9 

Art Unit: 3691 

• the successful bidder selector calculates an absolute value of a 
difference between a reference contract price of an item and each of 
tender prices, selects as a successful bidder a bidder having set a tender 
price giving a minimum absolute value, or the successful bidder selector 
selects as the successful bidder a bidder having set a tender price 
closest to the reference contract price or close in a predetermined 
sequence to the reference contract price among tender prices that are at 
least or do not exceed the reference contract price. (See at least Sails: 
page 1 , paragraph 8) 

Claim 10: Sails discloses the following limitation(s): 

• collecting an entrance fee of the item from the buyer when it is 
determined that the buyer is qualified, (See at least Sails: page 1, 
paragraph 6) 

• determining whether to terminate the bid for the item based on at least 
one among the auction duration of the item and an accumulated 
entrance fee resulting from the bid of each of buyers for the item; (See at 
least Sails: page 1, paragraph 6). 

Sails does not disclose the remaining limitation(s) alone. However, Harrington 
discloses the following where Sails does not: 

• receiving auction condition information comprising an open market 
selling price, auction quantity, auction duration, an initial entrance fee 
and an entrance fee type of an item from a seller wishing to sell the item 
through Internet, (See at least Sails: Figs. 1 and 6; pg. 1, paragraph 6. 
Sails teaches a system wherein a database holds information about a 
selling price for an item and an entrance fee for a participant. See at 
least Harrington: Fig. 6; col. 7, lines 20-30, 35^0; col. 10, lines 30-40, 
col. 1 1 , lines 40-50. Harrington teaches a system wherein a database 
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stores information on auction quantity, auction duration, and bid history 
and details.) 

• (b)determining whether a buyer accessing through the Internet is 
qualified for bidding based on bid history information of the buyer in 
response to the buyer's request for permission to bid for the item, (See at 
least Harrington: col. 7, lines 20-30. Harrington teaches a system 
wherein potential bidders are screened and registered on the computer 
network.) 

• requesting the buyer to set and input a tender price of the item; 
(Harrington: col. 10, lines 20-30) 

Harrington does not disclose the remaining limitation(s) alone. However, Grey 
discloses the following where Harrington does not: 

• registering the auction condition information in a database, and posting 
the item and the auction condition information when an auction start time 
of the item is encountered; (See at least Harrington: col. 6, lines 25-37; 
col. 7, line 65 - col. 8, line 15. Harrington teaches a system wherein a 
seller registers auction condition information on a website. See at least 
Grey: page 3, paragraph 38. Grey teaches a system wherein a seller 
can submit information about the item to be auctioned.) 

Grey does not disclose the remaining limitation(s). However, Otero discloses the 
following: 

• (d)calculating a reference contract price using a minimum contract price 
and a maximum contract price of the item and a random number induced 
by a random probability function after the bid for the item is terminated, 
comparing the reference contract price with a tender price set by each of 
the buyers, and selecting as a successful bidder a buyer that has set a 
tender price closest to the reference contract price or close in a 
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predetermined sequence to the reference contract price; (See at least 
Otero: page 2, paragraph 14. Otero teaches a system that selects a 
winning participant in a game of chance.) 

• (e) collecting the tender price set by the buyer selected as the successful 
bidder, performing a process to deliver the item to the successful bidder, 
and giving a sales payment to the seller of the item. (See at least Otero: 
page 2, paragraph 15; page 4, paragraph 41. Otero teaches a system 
that collects and distributes donated funds and delivers a prize to the 
winning participant.) 

It would have been obvious to one of ordinary skill in the art to combine the 
elements cited in Sails with the elements as taught by Harrington, Grey, and 
Otero because the claimed invention is merely a combination of old elements, 
and in the combination each element merely would have performed the same 
function as it did separately to yield predictable results. 
Claim 11: Salls/Harrington/Grey/Otero discloses the limitation(s) as shown in the rejection 
of claim 10. Sails further discloses the following: 

• operation (a) comprises calculating a maximum payable bid price, which 
can be paid as the sale payment for the item, using the open market 
selling price and the auction quantity of the item. (See at least Sails: 
page 4, paragraph 37. Sails teaches a system that uses the seller 
asking price as the maximum price a seller can receive for his item.) 

Claim 13: Salls/Harrington/Grey/Otero discloses the limitation(s) as shown in the rejection 
of claim 1 1 . Sails and Grey further disclose the following: 

• operation (c) comprises, if an entrance fee type of the item is a variable 
type, terminating the bid for the item when an auction end time of the 
item based on the auction duration of the item is encountered. (See at 
least Sails: page 1, paragraph 6. Sails teaches a system where a 
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participant's entrance fee depends on tlie number of tickets purchased. 
See at least Grey: page 1 , paragraph 6; page 4, paragraph 45: Grey 
teaches a system that terminates the auction after a set amount of time 
has elapsed.) 

It would have been obvious to one of ordinary skill in the art to combine the 
elements cited in Sails with the elements as taught by Harrington, Grey, and 
Otero because the claimed invention is merely a combination of old elements, 
and in the combination each element merely would have performed the same 
function as it did separately to yield predictable results. 
Claim 15: Salls/Harrington/Grey/Otero discloses the limitation(s) as shown in the rejection 
of claim 1 1 . Sails further discloses the following: 

• giving tlie seller of the item an amount of money not exceeding the 
maximum payable bid price in the accumulated entrance fee of the item 
and the tender price collected from the successful bidder for the item as 
the sales payment for the item. (See at least Sails: page 1 , paragraph 
8) 

11. Claims 5, 8, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Salls/Harrington/Grey/Otero and further in view of Walker (6,077,1 63). 

Claim 5: Salls/Harrington/Grey/Otero discloses the limitation(s) as shown in the rejection 

of claim 3. Sails, Walker, and Grey further disclose the following: 

• if an entrance fee type of an item is a fixed type where an initial entrance 
fee is set as a final entrance fee, (See at least Walker: col. 1, lines 50- 
58) 

• the bid terminator terminates a bid for the item when an accumulated 
entrance fee of the item reaches a maximum payable bid price set for the 
item (See at least Sails: page 1 , paragraph 6) 
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• when an auction end time of ttie item is encountered even though the 
accumulated entrance fee of the item does not reach the maximum 
payable bid price. (See at least Grey: page 1, paragraph 6; page 4, 
paragraph 45) 

It would have been obvious to one of ordinary skill in the art to combine the 
elements cited in Sails with the elements as taught by Harrington, Grey, Otero, 
and Walker because the claimed invention is merely a combination of old 
elements, and in the combination each element merely would have performed 
the same function as it did separately to yield predictable results. 
Claim 8: Salls/Harrington/Grey/Otero/Walker discloses the limitation(s) as shown in the 

rejection of claim 5. Sails further discloses the following: 

• the [[a]] delivery/payment processor gives a seller of the item an amount 
of money not exceeding the maximum payable bid price in the 
accumulated entrance fee of the item and a tender price collected from a 
successful bidder for the item as a sales payment for the item. (See at 
least Sails: page 1 , paragraph 8) 

Claim 12: Salls/Harrington/Grey/Otero discloses the limitation(s) as shown in the rejection 
of claim 1 1 . Sails, Walker, and Grey further disclose the following: 

• if an entrance fee type of the item is a fixed type, (See at least Walker: 
col. 1 , lines 50-58) 

• terminating the bid for the item when the accumulated entrance fee of 
the item reaches the maximum payable bid price (See at least Sails: 
page 1 , paragraph 6) 

• when an auction end time of the item is encountered even though the 
accumulated entrance fee of the item does not reach the maximum 
payable bid price. (See at least Grey: page 1, paragraph 6; page 4, 
paragraph 45) 
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It would have been obvious to one of ordinary skill in the art to combine the 
elements cited in Sails with the elements as taught by Harrington, Grey, Otero, 
and Walker because the claimed invention is merely a combination of old 
elements, and in the combination each element merely would have performed 
the same function as it did separately to yield predictable results. 



12. Claims 7, 8, 14-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Salls/Harrington/Grey/Otero and further in view of Walker (US 2003/0032476 A1 ). 
Claim 7: Salls/Harrington/Grey/Otero discloses the limitation(s) as shown in the rejection 

of claim 6. However, Salls/Harrington/Grey/Otero does not disclose the 
remaining limitation(s) alone. Sails and Walker further disclose the following: 

• an entrance fee refund processor when the entrance fee type of the item 
is the variable type, the entrance fee refund processor comparing an 
accumulated entrance fee of the item with a maximum payable bid price 
of the item after the bid for the item is terminated, (See at least Sails: 
page 1 , paragraph 6) 

• refunding each of bidders having bidden for the item an amount of 
money obtained by dividing a surplus of the accumulated entrance fee by 
a total number of the bidders when the accumulated entrance fee 
exceeds the maximum payable bid price, but otherwise not refunding. 
(See at least Walker: page 13, paragraph 140) 

It would have been obvious to one of ordinary skill in the art to combine the 
elements cited in Sails with the elements as taught by Harrington, Grey, Otero, 
and Walker because the claimed invention is merely a combination of old 
elements, and in the combination each element merely would have performed 
the same function as it did separately to yield predictable results. 
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Claim 8: Salls/Harrington/Grey/Otero/Walker discloses the limitation(s) as shown in the 

rejection of claim 7. Sails further discloses the following: 

• the [[a]] delivery/payment processor gives a seller of the item an amount 
of money not exceeding the maximum payable bid price in the 
accumulated entrance fee of the item and a tender price collected from a 
successful bidder for the item as a sales payment for the item. (See at 
least Sails: page 1 , paragraph 8) 

Claim 14: Salls/Harrington/Grey/Otero discloses the limitation(s) as shown in the rejection 
of claim 13. Sails and Walker further disclose the following: 

• recognizing that the entrance fee type of the item is the variable type 
when the bid for the item is terminated, comparing the accumulated 
entrance fee with the maximum payable bid price, (See at least Sails: 
page 1 , paragraph 6) 

• determining whether to refund according to the result of the comparison, 
and refunding some of the initial entrance fee of the item to each of the 
buyers having bidden for the item. (See at least Walker: page 13, 
paragraph 140) 

It would have been obvious to one of ordinary skill in the art to combine the 
elements cited in Sails with the elements as taught by Harrington, Grey, Otero, 
and Walker because the claimed invention is merely a combination of old 
elements, and in the combination each element merely would have performed 
the same function as it did separately to yield predictable results. 
Claim 15: Salls/Harrington/Grey/Otero discloses the limitation(s) as shown in the rejection 
of claim 14. Sails further discloses the following: 

• giving the seller of the item an amount of money not exceeding the 
maximum payable bid price in the accumulated entrance fee of the item 
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and the tender price collected from the successful bidder for the item as 
the sales payment for the item. (See at least Sails: page 1 , paragraph 8) 
Claim 16: Salls/Harrington/Grey/Otero/Walker discloses the limitation(s) as shown in the 
rejection of claim 7. Sails further discloses the following: 

• the delivery/payment processor gives a seller of the item an amount of 
money not exceeding the maximum payable bid price in the accumulated 
entrance fee of the item and a tender price collected from a successful 
bidder for the item as a sales payment for the item. (See at least Sails: 
page 1 , paragraph 8). 

Claim 17: Salls/Harrington/Grey/Otero/Walker discloses the limitation(s) as shown in the 
rejection of claim 14. Sails further discloses the following: 

• giving the seller of the item an amount of money not exceeding the 
maximum payable bid price in the accumulated entrance fee of the item 
and the tender price collected from the successful bidder for the item as 
the sales payment for the item. (See at least Sails: page 1 , paragraph 8) 

Any inquiry of a general nature or relating to the status of this application or concerning this 
communication or earlier communications from the Examiner should be directed to John Preston 
whose telephone number is 571.270.3918. The Examiner can normally be reached on Monday- 
Friday, 9:30am-5:00pm. If attempts to reach the examiner by telephone are unsuccessful, the 
Examiner's supervisor, Alexander Kalinowski can be reached at 571.272.6771. 
Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://portal.uspto.gov/external/portal/pair <http://pair-direct.uspto.gov >. Should you have 
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questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866.217.9197 (toll-free). 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 

Washington, D.C. 20231 
orfaxed to 571-273-8300 

Hand delivered responses should be brought to: 

United States Patent and Trademark Office 
Customer Service Window: 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

/John O Preston/ 

Examiner, Art Unit 3691 

May 16,2008 
/Alexander Kalinowski/ 
Supervisory Patent Examiner, Art Unit 3691 



